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REMARKS 



" a *" — ~- — resp„„, lvely to d . Iine th . 

ln oi *" er tor " * na - — - — - 

«. ,.« lon headl „„ „ d to . void referen ^ ^ 

claim numbers. 

Thus, applicant has replaced the cancsllecl ciaima 
the newly-submitted claims 5-15. 

These new claims 5-l 5 include the sublet matter and 
limitations which are not to be found in the prior art. 

in considering the reference patent to Neumann (4,97 4 707) 
which has been applied by the Examiner, applicant notes that 
whereas this reference ' patent has elements in common with 
applicant's invention, this reference to Neumann does not 
disclose a secondary piston (9) which is arranged hydraulically 
in one of the bypasses, as provided by applicant and recited in 
the new base claim 5. 

The subject matter for this secondary piston (9) is 
described in the specification on page 3. paragraph 2, sentence 
1- This subject matter is also shown clearly in applicant's 
Figure l where the secondary piston 9 is arranged or 
accommodated in the beaker-shaped hollow space 11. 

The reference patent to Neumann does not disclose at all 
any secondary piston in any of the bypass channels 153, 154. 
a result, a person working in the art could not obtain from the 
reference patent to Neumann, the technical solution provided by 
applicant and defined in the new base claim 5. 

There is also no hint or anticipation in the reference 
patent to Neumann on the possibility of using a secondary pisto, 
in a ddit i on to the main damping pistQn ^ primary pigt ^ 2 



As 
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provided by applicant. 

Applicants invention provides f or a new improvement over 
the pr ior art due to the arrangement of a secQndary pigten 9 ^ 

one of the bypasses, and the new subject: matte, is recited in 
the new base claim 5. As a result, the new base claim 5 
provide for a novel combination w hich a person working in tbe 
art cannot derive from the reference patent to Neumann. Aa 
noted above, none of the bypass channels 153, 154 of the 
refere.ce patent to Neumann discloses an additional or secondary 
piston with supplemental damping valves. 

The advantages obtained from applicant', invention cannot 
be obtained from the reference patent to Neumann because 
applicant's novel construction is not disclosed in this 
reference patent. 

It is submitted that applicant provides for a new and 
marked improvement over the prior art. 

Since the claims in the application define clearly the 
differences between applicant's invention and the prior art, it 
±s believed that the claims should be found allowable. 

Applicant has carefully studied the remaining references 
which were cited by the Examiner for being of interest but not 
applied in the case. After detailed analysis of these 
additional references, applicant has concluded that they are 
entirely unrelated to applicant's Invention, and they do not 
anticipate the novel features of applicant's arrangement. 

The Examiner' s attention is respectfully directed to the 
court decision in the case of I„ re Bisley (94 c.S.P.Q. 8Q , Q6) 
in whioh it was decided that patentability is gauged not only by 
the extent or simplicity of physical changes, but also by the 
perception of the necessity or desirability of making such 
changes to produce a new result. when viewed after disclosure, 
the changes may seem simple and such as should have been obvious 
to those in the field. However, this does not necessarily 
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;;;;; lnvention ° r con ce Ption Q€ . new and 

useful improvement must bQ considered along w±th 

lnVentiODl ThS «-«ov.ry of a problem calling for an 
imPrOVemCnt 13 °" en * ~y ~.~*±.l el^ent in an invention 
COrr6Ctin9 SU<=h 9 ^ 0bl -- *^U9h the problem, once realized 

may be solve* by use of old and known elements, this does not 

necessarily negate patentability. 

rUrtherm ° re ' in the of ex parte Chicago Rawhide 

Manufacturing Company (226 o.s.f.q. 438), the Patent Office 
Board of Appeals ruled that the mere feet that a worker in the 
art could rearrange the parts of the reference device to meet 
the terms of the claims on appeal, is not by itself, suff icie nt 
to support a finding of obviousness. The prior art must provide 
a motivation or reason for the worker in the art, without the 
benefit of appellant's specif ication, to make the necessary ■ 
ranges in the reference device. The Examiner has not presented 
any evidence to support the conclusion that a worker in this art 
would have had any motivation to make the necessary changes in 
the reference device to render the here-claimed device 
unpatentable. 

in the case of United Merchants and Manufacturers 
incorporated versus L add (13* u.s.P.O. 199), the District Court 
ruled that although from simplicity of device and with advantage 
of hindsight, one mi g ht off-handedly be of opinion that anyone 
should have been able to make invention after studying prior 
art ' claims are allowed Q ^ n/ , fl „ 

allowed since none of the references discloses 

or suggests the concept which ±«, „ 

wnicil is the crux of the invention. 

Finally, in the case of Menge and Drissen (l 8 i u s P Q 
the court ruled that progress in crowded arts, usually^ 
in small increments, is as important as it is in arts at the 
Pioneer stage, constitution envisages and seeks progress In 
useful "arts," not Just In those more esoteric or scientific 
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In amending the claims, applicant „» * 
— to meet the pro V i aions " - - 

-finiteness and antecedent basis J ^ ^ ^ 

sublet matte, and limitflt • t0 the 

Imitations not disclosed or anti^ 
the prior art. anticipated by 

In view thereof, if i „ 





Max Fo^iei 
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